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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chakraborti et al (Tetrahedron, 2003, 59, pages 7661-7668). Chakraborti discloses 
(Page 7644, column 2, Table 6, entry 12) the synthesis of 3-methyl-2-butenyl 
acetate (prenyl acetate) via reaction of 3-methyl-2-butene-1-ol and acetic anhydride 
in the presence of 0.1 mol% of the salt Mg (CIO^ as catalyst. Chakraborti therefore 
anticipates claims 1 and 4. 

2. Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Wood et al (US 
3,959,278 05-1976). Wood discloses (Column 6, line 60- column 7, line 7) a process 
for the synthesis of prenyl acetate via reaction of 3-methyl-2-butene-1-ol and 
anhydride. Wood discloses washing with aqueous hydroxide base during purification 
of the product prenyl acetate. Wood therefore anticipates claim 5. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f)or (g) prior art under 35 U.S.C. 103(a). 
3. Claims 1-5, 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Wood et al (US 3,959,278 05-1 976) in view of CSJ (The Chemical Society of Japan, 

1992, Dai 4 pan Jikken Kagaku Koza 22, Yuki Gosei IV San • Amino San • Peptide-, 

Maruzen Co., Ltd., pages 50-51, translation provided by Applicants). 

Instantly claimed is a process for the synthesis of 3-methyl-2-butenyl acetate (prenyl 
acetate) via reaction of 3-methyl-2-butene-1-ol and acetic anhydride in the presence 
of alkali metal catalyst. 



Wood teaches (Column 6, line 60- column 7, line 7) a process for the synthesis of 
prenyl acetate via reaction of 3-methyl-2-butene-1-ol and anhydride. Wood teaches 
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washing with aqueous hydroxide base during purification of the product prenyl 
acetate. The use of bicarbonate would have been a modification obvious to one of 
ordinary skill in the art in view of the known lability of esters toward cleavage in the 
presence of strong bases such as hydroxide. The impurity removed presumably 
corresponds to acetic acid, a carboxylic acid. 

The difference between the process taught by Wood and that instantly claimed is 
that an alkali metal acetate is instantly employed while Wood does not employ a 
catalyst. 

CSJ, however, teaches (Page 1 , lines 5-20) a process for the reaction between 
acetic anhydride and an alcohol in the presence of sodium acetate to produce the 
corresponding ester. CSJ suggests that the process can be applied to a tertiary 
allylic alcohol which would be expected to be even more sensitive to acid-catalyzed 
side-reactions than the 3-methyl-2-butene-1-ol employed by Wood. The Examiner 
considers the corresponding lithium and potassium salts obvious over the sodium 
acetate taught by CSJ in the absence of a showing of unexpected results. 

Thus the instantly claimed process would have been obvious to one of ordinary skill 
in the art. 



Claim Objections 
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4. Claims 6 and 7 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Allowable Subject Matter 

5. Claims 6 and 7 are directed to allowable subject matter. The following is a statement 
of reasons for the indication of allowable subject matter: The closest prior art: Wood 
et al (US 3,959,278 05-1976) and CSJ (The Chemical Society of Japan, 1992, Dai 4 
pan Jikken Kagaku Koza 22, Yuki Gosei IV San • Amino San • Peptide-, Maruzen 
Co., Ltd., pages 50-51 , translation provided by Applicants) either alone or in 
combination, neither disclose nor fairly suggests the instantly claimed process which 
employs an aqueous bisulfite wash since the prior art does not recognize the 
presence of aldehydes as impurities. 

Conclusion 

6. Claims 1-9 are pending. Claims 1-5, 8 and 9 are rejected. Claims 6 and 7 are 
objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 5:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Paul A. Zucker/ 

Primary Examiner, Art Unit 1621 



